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REMARKS 

I. Introduction 

Claims 1, 3 to 24, and 26 to 36 are currently pending and being considered in 
the present application. In view of the following remarks, it is respectfully submitted that all 
of the presently pending claims are allowable, and reconsideration is respectfully requested. 

Applicants thank the Examiner for considering the Information Disclosure 
Statement and cited references filed August 16, 2010. 

II. Rejection of Claims 1, 3 to 8, 12 to 17, 24, 

26, 28, 29, 34, and 35 Under 35 U.S.C. § 103(a) 

Claims 1, 3 to 8, 12 to 17, 24, 26, 28, 29, 34, and 35 were rejected under 35 
U.S.C. § 103(a) as unpatentable over the combination of U.S. Patent Application Publication 
No. 2003/0146940 ("Ellis et al."), U.S. Patent Application Publication No. 2003/0177495 
("Needham et al"), and U.S. Patent Application Publication No. 2002/0078440 
("Feinberg et al."). It is respectfully submitted that the combination of Ellis et al., Needham 
et al., and Feinberg et al. does not render unpatentable the present claims for at least the 
following reasons. 

Claim 1 relates to a method for displaying a media guide to a user, and recites, 
inter alia, the following: 

filtering each of the i) programs that are immediately 
available to the user via download or data streaming, ii) 
programs that have been previously stored locally relative to 
the user, and Hi) programs that are immediately available to 
the user via television broadcast for obtaining a set of 
recommended titles; and 

displaying the set of recommended titles in a single 
integrated list, the set of recommended titles including a title 
of at least one of the programs immediately available to the 
user via download or data streaming, a title of at least one of 
the programs that have been previously stored locally relative 
to the user, and a title of at least one of the programs that are 
immediately available to the user via television broadcast. 

As noted in Applicants' Amendments dated August 10, 2009 and April 16, 

2010, Ellis et al. do not disclose or suggest these features. Instead, Ellis et al. refer to 

displaying only television broadcast program information on a single display page generated 

based on a user profile. See Ellis et al., e.g., figures 6, 7, 8a, 8b, 8c, 11, 16a, 16b, and 16c. 

Indeed, the Office Action at page 3 admits this critical deficiency of Ellis et al. 
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Needham et al. fail to correct this critical deficiency of Ellis et al. 
Specifically, Needham et al. merely refer to displaying past, current, and future broadcast 
programs for selection by the user to have the programs recorded . See Needham et al., 
U [0015], lines 7 to 10; andj[ [0023], lines 1 1 to 15. Thus, Needham et al. merely display 
broadcast programs in its electronic program guide (EPG), and describe a process for storing 
one of these broadcast programs. However, Needham et al. do not disclose receiving 
information about previously locally stored programs for inclusion in its described list of 
broadcast programs displayed in the EPG. Therefore, the list of Needham et al. would not 
include those programs that have previously been locally recorded. 

Moreover, even if Needham et al. had disclosed that its EPG listing includes 
previously recorded programs (which it plainly does not), since the EPG listing of 
Needham et al. is not of recommended titles, the resulting listing would still not disclose or 
suggest the integrated list of recommended titles of claim 1, nor would there be any 
suggestion to modify a list of recommended titles to include titles of previously recorded 
programs. In this regard, a list of recommended titles is generated to limit the listings to only 
those which are recommended. One of ordinary skill in the art would not have modified such 
a limited list to be expanded to include listings of previously recorded programs because 
characteristics of recorded programs are conventionally thought to be known to the user since 
they are already "owned" and previously selected programs, and thus one would not have 
thought there to be any need for them to be further recommended. 

Claim 1 has been previously clarified to refer to filtering the programs that 
have been previously stored locally for obtaining the set of recommended titles. As 
explained above, the combination of Ellis et al. and Needham et al. does not disclose or 
suggest this feature. Indeed, the Office Action at page 4 admits that "Ellis in view of 
Needham does not specifically disclose filtering the programs." 

Nonetheless, the Office Action refers to If [0049] of Feinberg et al. as 
assertedly disclosing filtering the previously locally stored programs for obtaining the set of 
recommended titles. However, [0049] of Feinberg et al. merely refers to filtering the 
received broadcast channels by particular categories, such as "Kids" or "Sports." Further, 
Iff! [0037], [0057], [0058], and [0102] of Feinberg et al. make clear that Feinberg et al. merely 
filter broadcast and demand-cast streams. Nowhere do Feinberg et al. refer to filtering 
programs that have been previously locally stored. 
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Thus, even if the list of Ellis et al. is modified to include the features of 
Needham et al. and Feinberg et al., the modified list would still not disclose or suggest the 
features of claim 1 . 

Therefore, the combination of Ellis et al., Needham et al., and Feinberg et al. 
does not disclose or suggest all of the features of claim 1, and therefore does not render 
unpatentable claim 1 or any of its dependent claims, e.g., claims 3 to 8, 12 to 17, and 34. 

Claim 24 includes subject matter analogous to that of claim 1, so that the 
combination of Ellis et al., Needham et al., and Feinberg et al. does not render unpatentable 
claim 24 or any of its dependent claims, e.g., claims 26, 28, 29, and 35, for at least essentially 
the same reasons set forth above in support of the patentability of claim 1 . 

Withdrawal of this obviousness rejection of claims 1, 3 to 8, 12 to 17, 24, 26, 
28, 29, 34, and 35 is therefore respectfully requested. 

III. Rejection of Claims 9 to 11, and 27 Under 35 U.S.C. § 103(a) 

Claims 9 to 11, and 27 were rejected under 35 U.S.C. § 103(a) as unpatentable 
over the combination of Ellis et al., Needham et al., and U.S. Patent Application Publication 
No. 2003/0005429 ("Colsey"). It is respectfully submitted that the combination of Ellis et al., 
Needham et al., and Colsey does not render unpatentable the present claims, and the present 
rejection should be withdrawn, for at least the following reasons. 

Claims 9 to 1 1 ultimately depend from claim 1 , and claim 27 depends from 
claim 24, so that these dependent claims are allowable for at least the same reasons set forth 
above in support of the patentability of claims 1 and 24, respectively, since Colsey does not 
cure the critical deficiencies noted above with respect to the combination of Ellis et al. and 
Needham et al. 

Withdrawal of this obviousness rejection of claims 9 to 1 1 and 27 is therefore 
respectfully requested. 

IV. Rejection of Claims 18 and 19 Under 35 U.S.C. § 103(a) 

Claims 18 and 19 were rejected under 35 U.S.C. § 103(a) as unpatentable over 
the combination of Ellis et al., Needham et al., and U.S. Patent Application Publication No. 
2003/0005445 ("Schein et al."). It is respectfully submitted that the combination of 
Ellis et al., Needham et al., and Schein et al. does not render unpatentable the present claims 
for at least the following reasons. 
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Claims 18 and 19 depend from claim 1, so that these dependent claims are 
allowable for at least the same reasons set forth above in support of the patentability of claim 
1, since Schein et al. do not cure the critical deficiencies noted above with respect to 
Ellis et al. and Needham et al. 

Withdrawal of this obviousness rejection of claims 18 and 19 is therefore 
respectfully requested. 

V. Rejection of Claims 20 to 23, and 30 to 33 Under 35 U.S.C. § 103(a) 

Claims 20 to 23, and 30 to 33 were rejected under 35 U.S.C. § 103(a) as 
unpatentable over the combination of U.S. Patent No. 6,515,680 ("Hendricks et al."), 
Ellis et al., and Feinberg et al. It is respectfully submitted that the combination of 
Hendricks et al., Ellis et al., and Feinberg et al. does not render unpatentable the present 
claims, and the rejection should be withdrawn, for at least the following reasons. 

Claim 20 relates to a method of displaying a program guide to a user, and 

recites, inter alia, the following: 

. . . a) receiving information from a programming provider 
that indicates suggested media programs . . . 

c) displaying, on a single page and in a first list, titles of at 
least some of the suggested media programs; 

d) displaying, on the single page in a second list, titles of at 
least some media programs that are immediately available to 
the user and that meet at least one of the user preferences, a 
separation of the first and second lists being demarcated: and 

e) displaying a single filter bar including a plurality of 
filter-specification buttons, wherein, for each o f th e buttons, 
selection of the button causes a respective type of filtering of 
both of the first and second lists. 

Thus, claim 20 refers to providing a single page with different types of 
recommended titles, a first type being predominantly user-preference driven and a second 
type being predominantly provider-suggestion driven. The user is thereby given an array of 
recommendation information from which to choose, while, at the same time, not being 
confused by integration of such different types of recommendations due to the demarcated 
separation of the two lists. Moreover, both lists are user controllable by selection of filter 
buttons for responsively filtering both lists. Thus, both lists are provided as primary 
recommendation lists. 

The Office Action at page 12 admits that "Hendricks does not specifically 
disclose . . . d) displaying in a second list, titles of at least some media programs that are 



NY01 2209810 



13 



U.S. Pat. App. Ser. No. 10/753,860 
Attorney Docket No. 12510/31 
Reply to Office Action of June 7, 2011 

immediately available to the user and that meet at least one of the user preferences," and 
instead refers to figure 16a of Ellis et al. as assertedly disclosing a single page having the two 
types of lists of claim 20. Specifically, the Office Action refers to the program listing 
schedule of figure 16a as assertedly disclosing the first list of claim 20 and to the selectable 
advertisements of figure 16a as assertedly disclosing the second list of claim 20. However, 
advertisements are presented in a manner which is clearly different than the scheduling 
information, such that it is clearly incidental to the primary listing which is the scheduling 
information. In this regard, interaction with the advertisements and scheduling information 
differs, the main intended interaction being with the schedule, while interaction with the 
advertisements moves the graphical user interface display to a different page. In contrast, 
claim 20 provides for interaction with the first and second lists in the same manner, and, even 
more, provides that a single interaction with the interface affects the displays of both the first 
and second lists. 

Moreover, the Office Action at page 12 admits that "Hendricks in view of 
Ellis does not specifically disclose display a single filter bar including a plurality of filter- 
specification buttons, wherein, for each of the buttons, selection of the button causes a 
respective type of filtering of both of the first and second lists." Nonetheless, the Office 
Action refers to U [0049] of Feinberg et al. as assertedly disclosing these features. However, 
H [0049] of Feinberg et al. merely refers to filtering a single list of received channels by 
particular categories, such as "Kids" or "Sports," in order to restrict the single list to only the 
desired category. Nowhere do Feinberg et al. even refer to filtering two separate lists, much 
less filtering both of the first and second lists simultaneously. 

Thus, the cited references, whether considered alone or in combination, do not 
disclose or suggest such a display of two primary lists with which simultaneous interaction is 
provided. 

Accordingly, the combination of Hendricks et al., Ellis et al., and Feinberg et 
al. does not disclose or suggest all of the features of claim 20, and therefore does not render 
unpatentable claim 20 or any of its dependent claims 21 and 22. 

As further regards claim 22, the claim provides that although population of the 
second list is predominantly based on user preferences, titles of programs that do not meet the 
user preferences are pushed through into the list based on a promotional priority, even though 
another list of programs, i.e., the first list, whose suggestion information is obtained from the 
programming provider is also displayed. The Office Action does not directly address claim 
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22, but instead refers to the rejection of claim 8, with respect to which the Office Action 
refers to the selectable advertisements in figure 16a of Ellis et al. However, the Office Action 
relies on those advertisements as disclosing the first list which is demarcated from the second 
list. Therefore, those advertisements cannot also be relied upon for disclosing the 
promotional priority based listings in the second list of claim 22. Indeed, nowhere do the 
cited references disclose or suggest this feature of claim 22. For this additional reason, the 
combination of Hendricks et al., Ellis et al., and Feinberg et al. does not render unpatentable 
claim 22. 

Claim 23 relates to a method of displaying a program guide to a user, and 
recites, inter alia, the following: 

. . . receiving titles of, and respective metadata associated 
with, available media programs, the respective metadata 
including a respective indication of a priority of a 
programming provider; . . . 

displaying, on a single page and in a first list, a first title of 
at least one of the available media programs [based on] at 
least one of the user preferences; and 

based on the respective indications of a priority, selecting, 
for inclusion in a second list, a second title of at least another 
of the available media programs, and displaying the second list 
in the single page even if the respective metadata associated 
with the at least another of the available media programs does 
not match at least one of the user preferences . . . 

The Office Action refers figure 16a of Ellis et al. as assertedly disclosing the 
first and second lists of claim 23, but does not specify which parts of figure 16a are relied 
upon for disclosing the first and second lists. Apparently, the Office Action intends to refer 
to the program listing schedule of figure 16a as assertedly disclosing the first list and to the 
selectable advertisements of figure 16a as assertedly disclosing the second list. However, the 
selectable advertisements are not indicated to be displayed based on a received indication of 
priority. Accordingly, figure 16a of Ellis et al. does not disclose or suggest the first and 
second lists of claim 23. 

In the "Response to Arguments" section at pages 17 to 18, the Office Action 
refers to Figures 16 and 17 of Hendricks et al. as assertedly disclosing display of an 
advertisement based on a programming provider's priority and to the modification of the 
selectable advertisement of figure 16b of Ellis et al. to include the advertisement of 
Hendricks et al. as assertedly disclosing the second list, and states that "the movie 
'Terminator' is displayed to the user (fig. 17) in a promotional advertisement. The mere fact 
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that the 'Terminator' ad is displayed to the user is an indication that the movie is at least 
somewhat of a priority to the programming provider." Applicants respectfully disagree. For 
example, paragraph 110 of Ellis et al. states that user preferences may be used to target the 
advertisements. In addition, Figure 16 of Hendricks et al. merely shows hit movies based on 
popularity among movie goers. Col. 34, lines 53 to 55. Further, Figure 17 of Hendricks et al. 
merely shows a movie description submenu following a user selection of a hit movie, e.g., 
Terminator. Col. 35, lines 37 to 42. Thus, neither reference suggests displaying an 
advertisement selected based on a provider's preference in the same page as one displaying a 
list of titles filtered based on user preference, even in an instance where the advertisement 
does not match the user preferences, as required by claim 23. 

Moreover, with respect to the advertisements of figures 16 and 17 of 
Hendricks et al., nowhere do Hendricks et al. state that they are selected for display based on 
priority indications provided in metadata concerning the advertised programs, as required by 
claim 23. Therefore, even if the system of Ellis et al. is modified to include the advertisement 
of figures 16 and 17 of Hendricks et al., the modified system would still not disclose or 
suggest the features of claim 23. 

Therefore, the combination of Hendricks et al. and Ellis et al. does not disclose 
or suggest all of the features of claim 23, and therefore does not render unpatentable claim 
23. 

Claim 30 includes subject matter analogous to that of claim 20. Therefore, 
claim 30 and its dependent claims 31 and 32 are allowable for at least the same reasons as 
claim 20. 

As further regards claim 32, the claim includes subject matter analogous to 
that of claim 22 and is therefore allowable for at least the same additional reason as claim 22. 

Claim 33 includes subject matter analogous to that of claim 23 and is therefore 
allowable for at least the same reasons as claim 23. 

Withdrawal of this obviousness rejection of claims 20 to 23 and 30 to 33 is 
therefore respectfully requested. 



NY01 2209810 



16 



U.S. Pat. App. Ser. No. 10/753,860 
Attorney Docket No. 12510/31 
Reply to Office Action of June 7, 2011 

VI. Rejection of Claim 36 Under 35 U.S.C. § 103(a) 

Claim 36 was rejected under 35 U.S.C. § 103(a) as unpatentable over the 
combination of Ellis et al., Needham et al., U.S. Patent Application Publication No. 
2002/0144264 ("Broadus"), and Feinberg et al. It is respectfully submitted that the 
combination of Ellis et al., Needham et al., Broadus, and Feinberg et al. does not render 
unpatentable claim 36, and the rejection should be withdrawn, for at least the following 
reasons. 

Claim 36 includes subject matter analogous to that discussed above in support 
of the patentability of claim 1 and is therefore allowable for at least the same reasons as claim 
1, since Broadus does not correct the critical deficiencies of the combination of Ellis et al., 
Needham et al., and Feinberg et al. noted above with respect to claim 1. 

Withdrawal of this rejection of claim 36 is therefore respectfully requested. 

VII. Conclusion 

In light of the foregoing, it is respectfully submitted that all of the presently 
pending claims are in condition for allowance. Prompt reconsideration and allowance of the 
present application are therefore earnestly solicited. 

Respectfully submitted, 

Dated: August 31, 2011 By: /Aaron Grunberger/ 

Aaron Grunberger 
Reg. No. 59,210 

KENYON & KENYON LLP 
One Broadway 
New York, New York 10004 
(212) 425-7200 

CUSTOMER NO 26646 
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